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DECISION 

 
 

This pertains to the opposition for the registration of the mark “FMC & DEVICE” filed on 
August 27, 1990 for the goods ladies wear such as t-shirts, blouses, skirts, sweatshirts, panty, 
bra falling under Class 25 of the International Classification of goods bearing Serial No. 66877 
which application was published for opposition in the Official Gazette, Volume III No. 3 page 20, 
released on June 29, 1990. 

 
The herein Opposer is FMC Corporation a corporation duly organized and existing under 

the laws of the State of Delaware, United Stated of America, and doing business at 2000 Market 
Street, Philadelphia, Pennsylvania 19103, United States of America who filed the Opposition on 
October 22, 1990. 

 
On the other hand, Respondent-Applicant is F.M.C. Manufacturing Company of Caloocan 

City, Metro Manila. 
 
The grounds for the opposition are as follows: 
 

“1. Opposer is the owner of the trademark “FMC” for goods covered 
by International Classes 1, 2, 3, 5, 6, 7, 9, 11, 12, 13, 16, 17, 19 
and 22, registered under Certificate of Registration No. 29501 
issued on May 22, 1981. The trademark “FMC and Device” 
sought to be registered by Respondent-Applicant so resembles 
the aforementioned registered and unabandoned mark of 
Opposer that the se of Respondent-Applicant’s mark on its goods 
will very likely cause confusion or mistake, or will deceive the 
purchasers thereof, such that the unwary public may be led to 
believe that the mark of the Respondent-Applicant and the goods 
on which the said mark is used are those of the Opposer herein. 
Consequently, the registration of the mark “FMC and Device” in 
the name of the Respondent-Applicant will be in violation of Sec. 
4(d) of Republic Act 166, as amended. 

 
“2. The registration of the trademark “FMC and Device” in the name 

of the Respondent-Applicant is likewise in violation of Sec. 4(d) of 
Republic Act No. 166, as amended because it is confusingly 
similar to the word “FMC” which is part of Opposer’s corporate 
name or trade name “FMC Corporation” as to likely deceive 
purchasers of products on which it is to be used to the extent that 
the said products may be mistaken by the unwary public to be 
manufactured by herein Opposer. 

 
“3. The registration in the name of Respondent-Applicant of the word 

mark “FMC” which forms part of the trade name of Opposer will 



also be in violation of Article 8 of the Paris Convention for the 
Protection of Industrial Property of which Opposer’s country as 
well as the Republic of the Philippines are member signatories. 

 
“4. Likewise registration in the name of Respondent-Applicant of the 

word mark “FMC” which forms part of the trade name of the 
Opposer will be in violation of Section 37 of Republic Act No. 166, 
as amended, otherwise known as the Trademark Law. 

 
“5. Opposer believes that the registration of the mark “FMC and 

Device” in the name of the Respondent-Applicant will cause 
irreparable injury and damage to Opposer, as provided in Section 
8 of Republic Act No. 166, as amended. 

 
The Opposer relied on the following facts to support its opposition: 
 

“a. The Opposer’s trade name is “FMC Corporation” as shown by the 
appropriate commercial register of Opposer issued by the proper 
government agency of the country of domicile of Opposer. 

 
“b. The Opposer’s trade name is well known in the world, and its 

trademark “FMC” used on its goods is likewise well-known 
throughout the world, including the Philippines as evidenced by 
the registration and used of the said mark by Opposer in various 
countries. The mark “FMC” is covered by Certificate of 
Registration No. 29501 issued to Oppose on May 22, 1981 by the 
Philippine Patent Office. 

 
 Opposer has used the mark “FMC” on goods falling under several 

International Classes of goods, including garments. 
 
“c. The mark “FMC and Device” appearing on the drawing and 

facsimiles submitted by Respondent-Applicant in its application 
for registration is confusingly similar to Opposer’s aforementioned 
registered mark as used on the goods of the Opposer. 

 
“d. The trademark “FMC” which Opposer has created, adopted and 

used is so well known all over the world, having required 
international recognition and goodwill for its quality products 
bearing said mark. 

 
“e. The registration of the mark in the name of Respondent-Applicant 

will dilute Opposer’s mark “FMC” and harm its strength and 
distinctiveness as it is a fanciful, coined word and therefore a 
strong mark; and further, it would naturally prevent Opposer form 
expanding its use in the Philippines. 

 
“f. The long use of, and the large amount spent by Opposer for 

popularizing its trademark “FMC” have generated an immense 
goodwill for said trademark not only in the Philippines but also in 
other countries. 

 
“g. The similarity of the trademark “FMC and Device” subject of the 

application to the trademark of the Opposer betrays Respondent-
Applicant’s intention to ride on the goodwill and popularity of 
Opposer’s trade name “FMC”, which is also used as a trademark. 

 



On November 19, 1990, Respondent-Applicant through counsel filed its Answer thereby 
this Office issued a Notice or Pre-Trial Conference date 21 February 1991. 

 
During the Pre-Trial conference, the parties lamentably failed to reach an amicable 

settlement of the case, for which trial on the merit was conducted. 
 
The only issue to be resolved in this particular case is: 
 

WHETHER OR NOT RESPONDENT-APPLICANT’S 
TRADEMARK “FMC AND DEVICE” IS CONFUSINGLY SIMILAR TO 
OPPOSER’S TRADEMARK”FMC” and whether Opposer’s FMC is an 
internationally well-known mark. 

 
To be taken into consideration is the fact that the trademark application subject of the 

instant opposition was filed on February 6, 1989 wherein the applicable law pertaining to 
Intellectual Property rights particularly trademarks is Republic Act No. 166, as amended. 

 
The applicable provision is Sec. 4 (d) of Republic Act No. 166, as amended which 

provides: 
 

SECTION 4. Registration of trademarks, trade names and service 
marks on the principal register. There is hereby established a register of 
trademarks, trade names and service marks which shall be known as the 
principal register. The owner of a trademark, trade name or service mark 
used to distinguish his goods, business or services from the goods, 
business or services of others shall have the right to register the same on 
the principal register, unless it: 

 
x  x  x 
 

(d) Consists of or comprises a mark or trade name registered in 
the Philippines or a mark or trade name previously used in the Philippines 
by another and not abandoned, as to be likely, when applied to or used in 
connection with the goods, business or services of the applicant, to cause 
confusion or mistake or to deceive purchasers. 

 
The Opposer submitted its Formal Offer of Evidence consisting of Exhibits “A” to “F-5” 

inclusive of sub-markings which are admitted by this Office as evidence for the Opposer (Order 
No. 2001-68 dated 31 January 2001) 

 
On the other hand, Respondent-Applicant has been ordered to file its Formal Offer of 

Evidence within fifteen (15) days from receipt of (Order No. 2004-53) dated 9 February 2004 
wherein the said party miserably failed to comply. 

 
After a lapse of more than five (5) months after Order No. 2004-53 dated 9 February 

2004 was issued, this Office issued another Order, (Order No. 2004-499) dated 11 August 2004, 
declaring Respondent-Applicant’s to file its Formal Offer of Evidence considered deemed waived. 

 
There being no motion filed relating thereto, the parties were directed to file their 

respective memoranda, after which the case was considered submitted for DECISION. 
 
To be noted is that the Opposer filed its Memorandum and again Respondent-Applicant 

did not comply. 
 
A cursory view of the documentary exhibits reveal that the two competing trademarks are 

identical or confusingly similar although the Respondent-Applicant is accompanied by an oblong 



design where the word “FMC” is written is immaterial as the dominant feature of both marks is 
the word “FMC” which when pronounced is the same and the spelling is likewise the same. 

 
One vital point to be emphasized is the fact that the trademark of the Opposer “FMC” has 

been registered in many countries of the world (Exhibit “D-1”) including the Philippines. The 
registration in the Philippines was granted on May 22, 1981 bearing Registration No. 29501 
covering the goods falling under classes 1, 2, 3, 5, 6, 7, 9, 11, 12, 13, 16, 17, 19 and 22 of the 
International Classification of Gods and the application which matured into the above-mentioned 
Certificate of Registration was filed in the Philippines on April 22, 1974 based on Section 37 of 
Republic Act No. 166, as amended. 

 
As previously discussed, the Respondent-Applicant failed to file its Formal Offer of 

Evidence and as such, the date of first use indicated in its trademark application August 16, 1973 
subject of the instant opposition cannot be considered but limited to the filing date February 6, 
1989 pursuant to Rule 173 of the Rules of Practice in Trademark Cases, which provides: 

 
“Rule 173.  Allegations in the application nor evidence on behalf 

of the applicant. – In all inter partes proceedings, the allegations of date 
of use in the application for registration cannot be used as evidence in 
behalf of the party making the same. In case no testimony is taken as to 
the date of use, the party will be limited to the filing date of the application 
as the date of his first use.” 

 
Opposer’s trademark “FMC” is registered in the Philippines on goods falling under 

classes 1, 2, 3, 5, 6, 7, 9, 11, 12, 13, 16, 17, 19 and 22 of the International Classification of 
Goods as indicated in its Certificate of Registration (Exhibit “D-1”), while Respondent-Applicant’s 
trademark is being used on goods namely ladies wear, t-shirts, blouses, skirts, sweat shirts, 
panty, bra, under Class 25 of the International Classification of goods and as such, mistake or 
deception upon purchasers is far fetch/nil as the products of the contending trademarks are 
entirely distinct and different from each other hence, confusion is not present. 

 
Moreover, there is no indication that the herein Opposer intends to venture into the 

business of producing goods under Class 25. This is clearly shown in its trademark registration 
granted in the Philippines on May 22, 1981, where the products of the said Opposer had been 
clearly and specifically described as falling under classes 1, 2, 3, 5, 6, 7, 9, 11, 12, 13, 16, 17, 19 
and 22. 

 
In Faberge, Incorporated vs. Intermediate Appellate Court, the Director of Patents 

allowed the Junior user to use the trademark of the Senior user on ground that the briefs 
manufactured by the Junior user, the product for which the trademark “BRUTE” was sought to be 
registered, was unrelated and non-competing with the products of the Senior user consisting of 
after shave lotion, shaving cream, deodorant, talcum powder and toilet soap. 

 
In CANO KABUSHIKI KAISHA vs. COUR OF APPEALS and NSR RUBBER 

CORPORATION, G.R. NO. 120900, promulgated on July 20, 2000, the Supreme Court ruled 
that: 

 
“The trademark “CANON” as used by Petitioner for its paints, 

chemical products, toner and dyestuff can be used by the private 
respondent for its sandals because the products of these two parties are 
dissimilar. 

 
The Supreme Court further stated, that ordinarily, the ownership 

of a trademark of trade name is a property right that the owner is entitled 
to protect as mandated by the Trademark Law. However, when a 
trademark is used by a party for a product in which the other party does 
not deal, the user of the same trademark on the latter’s product cannot be 



validly objected to: (ESSO STANDARD EASTERN, INC. vs. COURT OF 
APPEALS, 116 SCRA 336).” 

 
The Opposer further argues that its mark is a well-known mark which deserves protection 

as a consequence of our adherence to the Paris Convention. In support of its position it 
submitted various certificates of registrations issued in its name in many countries of the world. 

 
It is observed, however, that in the various certificate of registrations issued in the name 

of the Opposer in different countries of the world including the Philippines, the products covered 
do not include those falling under Class 25 of the International Classification of goods. 

 
Granting veracity of the registrations issued in favor of the Opposer, this alone 

unquestionably demonstrates that the mark “FMC” is internationally well-known with respect to 
those goods covered, i.e. classes 1, 2, 3, 5, 6, 7, 9, 11, 12, 13, 16, 17, 19 and 22. 

 
But even if “FMC” is a well-known mark, thus deserves a broader scope protection (see 

KNNER PARKER TOYS, INC, vs. ROSE ART INDUSTRIES, INC., USPQ 1453 [Fed. Cir., 1992]) 
and cases cited therein, such broader scope of protection may be invoked only when the later 
use of the mark for identical or similar goods by another is liable to create confusion pursuant to 
Article 6bis of the convention. In the instant case, none of the registrations indicate any 
registrations covering goods falling Class 25. 

 
Pursuant to the Memorandum of the then Minister of Trade and Industry ROBERT 

ONGPIN dated October 25, 1983, guidelines are set to implement article 6bis of the Paris 
Convention as follows: 

 
“a.) The mark must be internationally well-known; 
“b.) The subject of the right must be a trademark, not a patent or 

copyright or anything else; 
“c.) The mark must be for use in the same or similar class of goods; and 
“d.) The person claiming must be the owner of the mark.” 

 
As previously discussed as shown by the records, it is hereby ruled that the herein 

Opposer failed to comply with the third requirement of the Memorandum above-stated, that the 
mark must be used on the same or similar goods. The herein Opposer is using the mark “FMC” 
for products belonging to classes 1, 2, 3, 5, 6, 7, 9, 11, 12, 13, 16, 17, 19 and 22 while the 
Respondent-Applicant is using the mark “FMC” only for goods falling under Class 25. 

 
In the case of EMERALD GARMENT MANUFACTURING CORP. vs. COURT OF 

APPEALS (G.R. No. 1000098) promulgated on January 4, 1996, the High Court elucidates the 
applicability of the Paris Convention in this wise: 

 
“The provision of the 1965 Paris Convention for the Protection of 

the Industrial Property relied upon by private respondent and SEC. 21-A 
of the Trademark Law (Republic Act No. 166, as amended) were 
sufficiently expounded upon and qualified in the recent case of PHILIP 
MORRIS, INC. vs. COURT OF APPEALS. 

 
x  x  x 

 
Following universal acquiescence and comity, our municipal law 

on trademarks regarding the requirement of actual use in the Philippines 
must subordinate an international agreement in as much as the apparent 
clash is being decided by a municipal tribunal (Mortisen vs. Peters, Great 
Britain High Court of Judiciary of Scotland, 1906, 8, Sessions 93; Paras, 
International Law and World Organization, 1971 Ed. P. 20) Withal, the 
fact that International Law has been made part of the law of the land does 



not by any means imply the primacy of the International Law over national 
Law in the municipal sphere. Under the doctrine of incorporation as 
applied in most countries, rules on International Law are given a standing 
equal, not superior, to national legislative enactments.” 

 
WHEREFORE, premises considered, the Opposition for the registration of the mark 

“FMC & DESIGN” is, as it is hereby, DENIED. Consequently, this case is DISMISSED and 
trademark application bearing Serial No. 66877 for the mark “FMC & DEVICE” filed on August 
27, 1990 by FMC Manufacturing Company is hereby GIVEN DUE COURSE. 

 
Let the filewrapper of “FMC & Device” subject matter under consideration be forwarded 

to the Administrative, Financial and Human Resources Development Services Bureau 
(AFHRDSB) for appropriate action in accordance with this Order with a copy thereof to be 
furnished the Bureau of Trademarks (BOT) for information and to update its records. 

 
SO ORDERED. 
 
Makati City, 22 June 2005. 
 

 
 

ESTRELLITA BELTRAN-ABELARDO 
     Director, Bureau of Legal Affairs 


